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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply v^ithin the statutory minimum of thirty (30) days w/ill be considered timely. 

- If NO penod for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adiustment. See 37 CFR 1 .704(b). 

Status 

i 

1)S Responsive to communication(s) filed on 15 October 2003 . 
2a)n This action is FINAL. 2b)|3 This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 14-21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) ^ Claim(s) 14-21 is/are rejected, 

Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner 

10)0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1. n Certified copies of the priority documents have been received. 

2. ^ Certified copies of the priority documents have been received in Application No. 08/838.944 . 

i 3.n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1.78. 

Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Inten/iew Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) Q Other: 
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DETAILED ACTION 

Continued Examination Under 37 CFR LI 14 
A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 .17(e) 
has been timely paid, the finality of the previous Office action has been withdrawal pursuant to 
37 CFR 1.1 14, Applicant's submission filed on 10/15/03 has been entered. 

Claim Objections 

The objection to the claims in the Office Acfion mailed 8/15/03 is withdrawn. 

Claim Rejections - 35 USC§ 112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 14-21 rejected under 35 U.S.C, 1 12, first paragraph, as failing to comply with the 
wxitten description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. A 
positioning means that performs non-positioning functions, such as forwarding a position (a data 
transfer process) and butt-joining one region to another region (an exposure process), is not 
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disclosed with any specificity in the Specification or Drawings. A positioning means performing 
non-positioning functions is not well known in the art. The application is silent as to how or 
even v^'hy this functionality is performed by the positioning means, and no explanation of the 
subcomponents that must necessarily be present to carry out these non-positioning tasks may be 
found. Consequently, the claimed inventions of the independent claims 14 and 18, both of which 
include a positioning means carrying out non-positioning functions, are not enabled by the 
description and drav^ings. 

Claim Rejections - 35 DSC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign countr\" or in public use or on 
sale in this countr\% more than one year prior to the date of application for patent in the United States. 

Claims 14-21 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. Patent No. 
4,595,282 to Takahashi. 

FIG, 1 of Takahashi shows an apparatus including a beam shaping means (mask 2), an 
electromagnetic beam (from light source la), a positioning means (wafer stage 8), and shot 
exposure means (shutter Ic). The remaining limitations found in these claims are merely 
functional limitations, and are therefore not given patentable weight. As evidence that these are 
merely functional recitations. Examiner would point out that at no point in the specification or 
claims, or anywhere in the drawings is there given any structural differences between the 
claimed invention, carrying out the various processes claimed, and an exposure apparatus of the 
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prior art. Applicant is reminded that "[A]pparatus claims cover what a device is, not what a 
device does;' Hewlett-Packard Co. v. Bausch & Lomh Inc., 909 F.2d 1464, 1469, 15 USPQ2d 
1525, 1528 (Fed. Cir, 1990) (emphasis in original), and is directed to section 21 14 of the 
M.P.E.P. for further clarification. 



Response to Arguments 

Applicant's arguments filed 10/15/03 have been fully considered but they are not 
persuasive. Examiner has interpreted Applicant's citation of M.P.E.P. § 2182 as an attempt to 
invoke 35 U.S.C. § 1 12, sixth paragraph. However, Applicant has not directly invoked this 
statute, nor has Applicant met the duty described by M.P.E.P. § 2182 to specifically link or 
associate structure from the disclosed invention to function performed by the claimed invention 
as the quid pro quo that is required for applicants to take advantage of the convenience of 
employing 35 U.S.C. § 1 12, sixth paragraph. As outlined in the 35 U.S.C, § 1 12, first paragraph 
rejection above. Examiner submits that a description of such structure is not present anywhere in 
the application. Examiner acknowledges that should Applicant overcome the 35 U.S.C. § 112, 
first paragraph rejection, and specifically link structure from the disclosure to function in the 
claims, the means-plus-function recitation of the independent claims 1 4 and 1 8 w'ould carry 
patentable weight. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to D. Ben Esplin whose telephone number is (703) 305-4022. The 
examiner can normally be reached on Mon.-Fri. (8am-4:30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Russell E. Adams can be reached on (703) 308-2847. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-93 1 8. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0956. 





